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DETAILED ACTION 

Election/Restrictions 
Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1-35, drawn to a ceramic, classified in class 501, subclass 127. 

II. Claims 36-60, drawn to a method of making an ESD safe ceramic, classified in 
class 264, subclass 109. 

III. Claims 61-64, drawn to a method of bonding a microelectronic device, classified 
in class 438, subclass 118. 

The inventions are distinct, each from the other because of the following reasons: 

Inventions I and II are related as process of making and product made. The inventions 
are distinct if either or both of the following can be shown: (1) that the process as claimed can be 
used to make another and materially different product or (2) that the product as claimed can be 
made by another and materially different process (MPEP § 806.05(f)). In the instant case, the 
product as claimed can be made by a materially different process such as sol gel processing. 

Inventions I and III are related as product and process of use. The inventions can be 
shown to be distinct if either or both of the following can be shown: (1) the process for using the 
product as claimed can be practiced with another materially different product or (2) the product 
as claimed can be used in a materially different process of using that product. See MPEP 
§ 806.05(h). In the instant case, the product claimed can be used in a materially different process 
of using that product such as a refractory for use in steel making. 

Inventions II and III are directed to related processes. The related inventions are distinct 
if the inventions as claimed do not overlap in scope, i.e., are mutually exclusive; the inventions 
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as claimed are not obvious variants; and the inventions as claimed are either not capable of use 
together or can have a materially different design, mode of operation, function, or effect. See 
MPEP § 806.05(j). In the instant case, the inventions have different functions and modes of 
operation. The invention of group II is directed to making a ceramic whereas the invention of 
group III is directed to making a semiconductor. 

During a telephone conversation with Jefferey Abel on July 24, 2006 a provisional 
election was made with traverse to prosecute the invention of Group I, claims 1-35. Claims 36- 
64 are withdrawn from further consideration by the examiner, 37 CFR 1.142(b), as being drawn 
to a non-elected invention. 

Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1 .48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a request under 37 CFR 
1.48(b) and by the fee required under 37 CFR 1.1 7(i). 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 
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Claims 1-8 and 13-35 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Schaefer et al. (US Patent No. 6,872,676 B). 

Schaefer et al. discloses an ESD safe ceramic containing stabilized zirconia, aluminum 
oxide and a conductive material. See the abstract, and col. 2, lines 20-26. The zirconia is 
predominately in the cubic and tetragonal form. See col. 4, lines 5-10. 

As to claim 2, Schaefer et al. discloses a ceramic containing 75 wt% Zr0 2 , 10 wt% 
A1 2 0 3 , and 15 wt% Fe 2 03. See col. 6, lines 30-35. Assuming a densities of 5.18, 3.7 and 5.7 
g/cc for Fe 2 03, A1 2 0 3 and Zr0 2 , respectively, the examiner calculates that the cited ceramic has a 
composition of 70.2 vol.% Zr0 2 , 14.4 vol.% A1 2 C>3, and 15.4 vol.% Fe 2 03. This amount of 
Fe 2 C>3 anticipates the amount recited in claim 2. 

The recitations of claims 3-8 can be found in the reference at col. 4, line 59 to col. 5, line 
10 and col. 6, lines 30-35. 

The recitations of claims 13-16 can be found in the reference at col. 4, lines 5-10. 

The recitations of claims 17-19 can be found in the reference at col. 3, lines 50-68. 

The recitations of claim 20 can be found in the reference in Figure 1 . Note that an elastic 
modulus (i.e., Young's Modulus) of 40 x 10 6 psi corresponds to 276 GPa. 

The recitations of instant claim 21 can be found in the reference in Figure 1 and col. 2. 
lines 61-62 in view of the latitude in interpreting the word "about" in claims. 

The property recited in claim 22-25 and 30-32 are presumed to be inherent to the 
composition of Schaefer et al. because the composition of Schaefer et al. is identical to the 
presently claimed composition. See MPEP 2112. 
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The limitations of instant claim 26 can be found in the reference at col. 3, line 44. 

The limitations of instant claim 27, 34 and 35 can be found in the reference at col. 5, lines 

50-64. 

The limitations of instant claims 28 and 29 can be found in the reference at col. 2, lines 

61-62. 

Claims 1-6, 9-35 are rejected under 35 U.S.C. 102(b) as being anticipated by Burger et al. 
(US Patent No. 5,830,816). 

Burger et al. discloses a ceramic containing greater than 70 vol% A1 2 0 3 , 2-30 vol.% Zr0 2 
and 2-25 vol.% of a carbide, nitride or carbonitride (i.e., a conductive material). See the abstract, 
and col. 4, lines 59-65. 

The reference does not disclose that the ceramic is "ESD safe," however, this recitation is 
a material property, and the ceramic of Burger et al. is identical to the presently claimed ceramic. 
Accordingly, the ceramic of Burger et al. is presumed to inherently be "ESD safe." 

As to the requirement that the material is a "ceramic component," Burger et al. discloses 
that the material is a ceramic cutting insert. See col. 3, lines 45-46. 

The ranges of components taught by Burger et al. are sufficiently specific to anticipate 
the ranges of components recited in instant claims 2 and 9-12. 

The limitations of claims 3-6 are met by the reference disclosure that the ceramic should 

contain a Group IVB or VB carbide. See col. 4, lines 60-65. 
* 

The limitations of instant claims 14-19 can be found in Burger et al. at col.4, lines 18-30. 
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As to claim 20, Burger et al. discloses that the ceramic has an Elastic Modulus (i.e., 
Young's Modulus) in excess of 230 GPa. See Table 2, col's 9-10. 

The properties recited in instant claims 21, 22 and 28-32 are presumed to be inherent to 
the ceramic of Burger et al. because the ceramic of Burger et al. is identical to the presently 
claimed material. SeeMPEP2112. 

The limitations of claims 23 to 25 can be found in Table 2, col's 9-10 ("D" indicates 
theoretical density in Burger et al.). 

Burger et al. does not specifically disclose that the ceramic is a "ceramic bonding tool" as 
recited in claims 33-35. However, it is the examiner's position that material of Burger et al. is 
capable of being used in such processes, as the limitation "bonding tool" does not appear to 
imply any structure. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David Sample whose telephone number is (571)272-1376. The 
examiner can normally be reached on Monday to Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo can be reached on (572)272-1233. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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